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INTER -GOV::;nUrEliTA J.J .COEFEREE C:=
FOR THE SETTIEG U:: OF A EURO?:SAH
SYSTEM FOR THE GRANT OF PATENTS

- Secretariat -

NOT E

Brussels, 14th July 1971
BR/GT 1/11 0/71

Subject: Note from the Swedish delegation on Article 16 of the
Convention

The delegations to Working Party 1 will find attached
a note from the Swedish delegation regarding a problem
connected with Article 16 of the Preliminary Draft of a
Convention establishing a European System for the Grant of
Patents.
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AnNEX

NON-ffifTITLID,ffiNTTO A EUROPEP~ PATENT AS A GROUNDS FOR REVOCATION.

VIENS PRESENTED BY THE SWEDISH DELEGATION.

1. In the First Preliminary Draft Implementing Regulations,
Re. Art. 16 No.1, Note 1 on page 4, the Working Party states
that an application for a European patent "may proceed to
grant a.YJ.da European patent be issued thereon in the name of
an applicant who has been.declared to be not entitled thereto".
During the Conference meeting 20 to 28 April 1971 the Swedish
delegation expressed some doubt if the First Preliminary
Draft of a Convention etc. (in the following referred to as
the D.C.) actually has to be interpreted in this way. On
the invitation of the German delegation, the S'Nedish
delegation was asked to submit a written statement specifically
.statL"1ghow the D.C. could be interpreted otherwise.

2. ,.In the absence of any explicit decision by the Conference'
that imposes the consequences cited above, it is assumed that
the Working P2.rty conclusion is based on an interpretation of
the existing text of the D.C. First, it.is therefore invest-
igated whether the wording of the text does actually impose
upon the EPO the obligation to grant a pate~t to the wrong-
ful party. If this is not the case, there should be no
objection for the ~orking Party to present proposals based on;
the merits of the case. Secondly, then, certain arg~ent~
are presented in favour of a solution whereby the person
entitled to the European patent should be allowed to protect
his interests on a merely defensive basis, i.e. without the'
filing of a patent application.
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3. In Art. 15 (1) it is explicitly stated that the right to
a European patent shall belong to the inventor or his successor
in title. Art. 96 of the D~C. states the grou..'l1dsfor refusal"
of a patent application in tel~s which generally apply when
an application does nct meet the requirements of the Convention.
Clearly an application made by another party than the inventor

"or his successor in title falls under this heading. I:i.1
principle, therefore, a p~tent cannot be granted to a party
which do es not qualify under Art. 15."

4. A different question is to what extent the EPO should be
obliged to examine whether the "applicant is entitled to the
patent. "The Swedish delegation has stated that it, in the

-int"erest of L.11.ventors,favou=-s a solution '''-iherebyan app1.icant
who is not himself the inventor should submit proof of assi@l-
menta Hovvever, it was "recognized that it would bediffic1..ut

"for th~ EPO to" examine national requirements in this respect.

5. For this reason, the provision in Art. 15 (2) was
adopt-ed, according to-which the applicant shall be deemed to
be entitled "to exercise the rights" etc. This provision c-an
or..lybe construed as a legal presumption to this effect. As

- " ,such it must be capable of being overthrovm by actua.l proof
to the contrary. If it is established that the applicant is
not entitled, it cannot, in our view, be envisaged tr~t the
EPO should knmvingly grant the patent to somebody who had
e.g. stolen the invention. This might even be said to follow
from gen~ral principles of ordre public.
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6. In Art. 16 the EPO is given the competence of recogniz-
ing a final decision (by a competent national authority) to
the effect that somebody else than the applicant is entitled
to the European Patent. The capability of the EPO vin this
respect is the same whether the one entitled to the patent
does himself file a European patent application or not.

7. Art. 16 is necessary in order to grant to the legitimate
party the rights there stated. The fact that in this
context it is found practical to provide for an automatic
di3posal of the previous application, can in our view give
no basis for a conclusion e contrario, whereby the EPO could
not refuse an application on similar grounds. Of course,
in such a case the EPO must await the end of the period
stated in Art. 16, in order to safeguard the right of the
party entitled to the patent to file a new alJplicatiori~;if
he so wishes.

8. From a substantive point of view there are good reasons
to prevent the g~nt of a European patent to an illegitimate
applicant. It should again be emphasized that we are not
now disputing the decision that the EPO should not itself
examine this question. The issue is reduced to a situation
where a final decision is presented to the EPO, i.e. a
situation analagous with the one envisaged in Art. 15•
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9. - The rightful O\'Iluer-of the inyelltion - be it the inventor
himself 0:' scmebody who deriyea Llis right fromr.l.i,n may not
~ant a monopcly but merely tc secure the freG VEe of the
inver.tion. Z'le:'G are for inste:;.nce research ol"ganizations of
the public v{el£are t:y"pewr"ccondition 'resea:::-ch grants on the
obligation to place the results of ~he research at the disposal
of the general public. It does not appear proper to force
such _organiza"cion to a~ply for a Europec'.llpatent in ccntr=..-
diction to its ovm statutes, or, alterr-atively to contest the
patent, granted to somebodywho is not_ent~tled thereto, in
the' coUrts of each E'11:."opeanCO'U...."1. try s eparatel;y- .

10~ Respectable reasons for not Vianting a Europec,n patent
may also, e.g" Ll the case of smll i:lCle-J.Jenclen~iLyel1tor;::;~
exist for reasons of costs~In our-opinion the-rightful
owner should be alloi'/ed to save costs v/llere he Viants to limit
his monopoly e.g. to a national patent in his o~~ COQ~try, or
J{hef~'h:is interest.is a'merely defen3ive one. It s'eems
hardly practical to force hiI:l. to fi,le a European application
to'fulfil this p~pose.

1.1. It 'sho1..udalso' be noted ths ..~ if a person is only partlJ."
entitled .to a .Europe~~patent (e,g. ~~ the case ofjoj~t
inventors) " the possibility of filing a new a:'Jplication in
his ov~~name is not open to him. The possibility for him to
call for the defeat of a patent granted with his exclusion
seess to be th8 most p:--actical way to protect his intel"ests •

(
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12. In general, the lack of the possibility to oppose the
grant of a European patent on grounds of non-entitlement
may weake~ the position of inventors in negotiations with
prospective exploiters.

13. For these reasons it seems natural that umong the
grounds for opposition in Art. 101 a, should also be in-
cluded the one where, by a final decision, the applicant is
found not entitled to the furopean patent.

14. From the D.C. it appears that also national courts are
excluded from revoldng a Eur~pean patent granted to a party
not entitled thereto. Thus, Article 133 does not includ.e

r": ..

'--.:;: non-enti tlenlent to t1le IJatent among the grolmds fo'r
revocation that may be applied Q~der the law of a
Contr2,cting State. In the national stage, however, t?e
arguments for the presumption contained in Article 15 "(2)
are not valid. It seems hardly acceptable thB.t even'a
national court of a Contracting State should be prevented
from revoking for that State a European patent granted to
the "vrong party. Even if this view is not taken, it should
be clarified, that if the law of a Contracting State so
provides, a hational court could transfer a European patent
to the person entitled thereto.
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